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PREFACE

Preface
Trademarks 2019
Fifteenth edition
Getting the Deal Through is delighted to publish the fifteenth edition
of Trademarks, which is available in print, as an e-book, and online at
www.gettingthedealthrough.com.
Getting the Deal Through provides international expert analysis in
key areas of law, practice and regulation for corporate counsel, crossborder legal practitioners, and company directors and officers.
Throughout this edition, and following the unique Getting the Deal
Through format, the same key questions are answered by leading
practitioners in each of the jurisdictions featured. Our coverage this
year includes new chapters on the Bahamas, Greece, Saint Lucia and
Ukraine.
Getting the Deal Through titles are published annually in print.
Please ensure you are referring to the latest edition or to the online
version at www.gettingthedealthrough.com.
Every effort has been made to cover all matters of concern to
readers. However, specific legal advice should always be sought from
experienced local advisers.
Getting the Deal Through gratefully acknowledges the efforts of all
the contributors to this volume, who were chosen for their recognised
expertise. Getting the Deal Through would like to extend special thanks
to the contributing editors Claus M Eckhartt and Christine Fluhme of
Bardehle Pagenberg Partnerschaft mbd for their assistance with this
edition.

London
September 2018

www.gettingthedealthrough.com 
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BRAZIL

Brazil
Philippe Bhering and Jiuliano Maurer
Bhering Advogados

1

Ownership of marks
Who may apply?

The Brazilian Industrial Property Law (BIPL) (Law No. 9,279 of 14 May
1996) states that natural or legal persons who are subject either to public law or private law may apply for the registration of a mark.
Business entities subject to private law may only apply for the
registration of a mark covering activities that such persons effectively
and lawfully exercise either directly or through companies that they
directly or indirectly control. The products or services covered in the
filing petition must fall within the scope of such activities.
Likewise, natural persons may only apply for registration of a mark
covering their professional activities.
2

Scope of trademark
What may and may not be protected and registered as a
trademark?

The BIPL establishes that any distinctive, visually perceptible sign may
be registered as a trademark, provided it does not fall within the prohibitions arising under Brazilian law.
The requisite of a visual representation excludes from the scope
of protection non-traditional trademarks, such as olfactory, sound and
gustatory marks. On the other hand, the protection of three-dimensional signs – which are considered non-traditional trademarks – has
been admitted in Brazil since the enactment of the BIPL in 1996.
The BIPL sets out, in article 124, a list of signs that are not registrable as trademarks. The list includes:
• signs of a generic, necessary, common, usual or merely descriptive character, when related to the product or service to be distinguished, or those commonly used to designate a characteristic
of the product or service with respect to its nature, nationality,
weight, value, quality and moment of production of a product or
provision of a service, except when the sign is presented in a sufficiently distinctive manner;
• signs or expressions used only as a means of advertising;
• colours and their names, except when arranged or combined in an
unusual and distinctive manner; and
• names, prizes or symbols of sporting, artistic, cultural, social, political, economic or technical official or officially recognised events,
as well as imitations likely to cause confusion, except when authorised by the competent authority or entity promoting the event.
3

Common law trademarks
Can trademark rights be established without registration?

The BIPL states that the ownership of a mark is acquired by means
of a validly granted registration, following which the titleholder has
an established right to exclusive use of the trademark throughout the
national territory.
However, the BIPL also provides protection for the owners of
trademarks that have not yet been registered with the Brazilian Patent
and Trademark Office (BPTO).
An example is the right of preference, which establishes that any
person who, in good faith, at the date of priority or the filing date of
the application, has been using an identical or similar mark for at least

six months in the country, to distinguish or certify a product or service
that is identical, similar or akin to, is entitled to the right of preference
to registration.
Another example is trademarks that are well-known in their field
of activity, as per article 6-bis (1) of the Paris Convention. Well-known
trademarks are given special protection, independently of whether
they have been previously filed or registered in Brazil. The BPTO has
powers to reject ex officio a trademark application that wholly or partially reproduces or imitates a well-known trademark. On the other
hand, in the event of the owner of a well-known trademark filing an
opposition or an administrative nullity action based on its well-known
trademark, it has a period of 60 days commencing with the filing of the
opposition or administrative nullity action in which to file an application for the registration in Brazil of its well-known mark.
The BIPL also establishes that signs that imitate or reproduce,
wholly or in part, a third-party mark of which the applicant could not
be unaware due to the commercial activity in which he or she engages,
are not registrable as trademarks, if the sign is intended to distinguish a
product or service that is identical, similar or akin to that covered by the
existing mark and is likely to cause confusion or association with such
a third-party mark. As a consequence, the BIPL enables the owner of a
trademark that has not yet been filed or registered in Brazil to challenge
third parties who attempt to register similar or identical trademarks.
Similarly to the situation mentioned in the above paragraph, the owner
of the trademark has a 60-day term in which to file an application for
registration of his or her mark in Brazil, with said period commencing
upon the date he or she filed the opposition or administrative nullity
action.
4

Registration time frame and cost
How long does it typically take, and how much does it
typically cost, to obtain a trademark registration? What
circumstances would increase the estimated time and cost of
filing a trademark application and receiving a registration?
What additional documentation is needed to file a trademark
application?

Two-and-a-half years is the estimated time frame from the filing until
the grant of registration of a trademark, in the case of ‘smooth’ prosecution (free of obstacles such as official actions, opposition and rejection).
Usually, the legal fees for obtaining a trademark registration are
charged on a fixed-fee basis. Some attorneys, however, charge for prosecuting a trademark application on an hourly rate rather than a fixedfee basis.
The following circumstances may cause deviations from the average time for final registration and, therefore, increase the estimated
time and cost of a trademark prosecution:
• opposition filed by third parties;
• official actions by the BPTO in which an applicant is required to
present clarification or supplementary documentation;
• rejection of the trademark application; and
• the abeyance of an application pending a decision on a prior application by a third party.
The required documents for the purpose of filing trademark applications are:

29

www.gettingthedealthrough.com
© Law Business Research 2018

BRAZIL
•

•

•

5

Bhering Advogados

power of attorney duly executed and signed by the authorised
officer of the applicant (no notarisation or legalisation is required),
including a clear print of the name and title of the signor below the
signature. A simple signed copy sent via email or fax to the applicant’s attorney in Brazil is acceptable to the BPTO. Moreover, the
power of attorney can be submitted to the BPTO – if not at the filing – within a 60-day term from the filing date in Brazil through a
supplementary petition and additional late filing costs;
in the case of a priority claim, a copy of the priority application,
comprising all of the goods and services to be filed in Brazil. The
priority documents can be submitted to the BPTO – if not at the
filing – within a four-month period from the filing date in Brazil
through a supplementary petition and additional late filing costs;
and
in the case of composite or device marks, a clear sample of the
mark (usually a high-definition file in jpeg format) and information
regarding any colour claim is also required.

7

Brazil began to apply the International Classification of Goods
and Services in 2000. At that time, the seventh edition of the Nice
Classification came into force in Brazil – pursuant to Normative Act No.
150 of 9 September 1999. The 11th edition of the Nice Classification has
been in force in Brazil since 1 January 2017.
Given that, until 2000, Brazil followed a national classification
system, trademark applications filed prior to that year had to be reclassified in accordance with the international classification as and when
renewals were sought.
On 6 January 2006, the BPTO issued Resolution No. 123/06, which
suspended the force and applicability of the International Classification
System to trademark applications filed up until 31 December 1999, as
well as to trademark registrations granted up until 31 December 1999,
and which had been classified in accordance with the former Brazilian
classification system.
As a consequence, applications or registrations filed or granted up
until 31 December 1999 were deemed to have been granted or renewed
in accordance with the former Brazilian classification system. The
Resolution is still in force, and for this reason there are still registrations in Brazil classified under the national classification system.
Brazilian law does not allow multi-class applications.
Examination procedure
What procedure does the trademark office follow when
determining whether to grant a registration? Are applications
examined for potential conflicts with other trademarks? Are
letters of consent accepted to overcome an objection based on
a third-party mark? May applicants respond to rejections by
the trademark office?
As per the BIPL, after an application is filed, it will be published in the
Official Gazette in order to give any interested parties an opportunity
to present an opposition, within a period of 60 days. If an opposition is
filed, the applicant will be notified to respond within 60 days. After the
terms for opposition and counter-arguments have expired, the examination will be conducted. Potential conflicts with senior trademarks
will then be considered.
During the period of examination, official actions or requests may
be issued and must be responded to within a period of 60 days. If an
applicant fails to respond to an official requirement, the application will
be definitively shelved. If, however, a response is filed, the examination
will continue, even if the requirement has not in fact been satisfied or if
the applicant’s response was to lodge a formal challenge to the official
action or request.
In the absence of oppositions, the examiner will consider the results
of the availability search. If potential conflicts with prior registrations
are verified, then the examiner will, ex officio, reject the application. If
a possible conflicting registration, which might be cited as grounds for

Use of a trademark and registration
Does use of a trademark or service mark have to be claimed
before registration is granted or issued? Does proof of use
have to be submitted? Are foreign registrations granted any
rights of priority? If registration is granted without use, is
there a time by which use must begin either to maintain the
registration or to defeat a third-party challenge on grounds of
non-use?

Classification system
What classification system is followed, and how does this
system differ from the International Classification System as
to the goods and services that can be claimed? Are multiclass applications available and what are the estimated cost
savings?

6

rejection, is under forfeiture or subject to court proceedings or orders,
then the examiner will stay the junior application in abeyance pending
a final decision in the respective case. The same applies to possible conflicting senior applications that are still under examination.
Although accepted, the Brazilian PTO does not consider letters of
consent binding on the decision for the registrability of a trademark (ie,
even though the BPTO considers the existence of consent by the owner
of the senior trademark, this fact per se does not guarantee the allowance of the junior mark).
Once the examination has been concluded, a decision will be
issued, either allowing or rejecting the application for registration. In
the event of rejection, the applicant will have 60 days to file an appeal
to the president of the BPTO.

When applying for registration in Brazil, there is no need to claim prior
use or to submit proof of use of the trademark.
Priority rights are guaranteed for an application for the registration
of a mark, when an application has been filed in a country that has an
agreement with Brazil, or filed before an international organisation of
which Brazil is a member. The application in Brazil must be filed within
the time limits established in the agreement, without the occurrence
during said time limits of any fact that invalidates or prejudices the
application.
The registrant must initiate the use of its trademark within five
years from grant. Failing to do so may result, upon the request of any
person with a legitimate interest, in the declaration of forfeiture and
consequent cancellation of the registration. Likewise, if use of the mark
has been interrupted for more than five consecutive years or if, within
that time, the mark has been used in a modified form that implies alteration of its original distinctive character as found on the certificate of
registration, the registration may, upon third-party request, be deemed
forfeited and cancelled.
The use of the mark must include all the products or services mentioned on the certificate, under penalty of partial forfeiture of the registration with respect to those products or services not similar or akin to
those for which use of the mark has been proved.
Forfeiture requests will not be admitted if use of the mark has been
proved (or if its lack of use has been justified) in earlier proceedings in
the past five years.
8

Appealing a denied application
Is there an appeal process if the application is denied?

The applicant may file an appeal against a rejection decision within 60
days. Third parties with a legitimate interest may challenge the appeal
within 60 days of the date of publication of notice of appeal.
In the event of the BPTO allowing an application, but subject to
limitations or reservations (eg, without the right of exclusive use of
a certain word element), the applicant may file an appeal against the
limitation.
The appeal and any challenges to it are analysed by the president
of the BPTO. A decision to uphold the rejection ends proceedings in the
administrative sphere. Thereafter, it is possible for the applicant to file
a judicial nullity action against the administrative act that upheld the
rejection of the application.
In the event of the rejection being overturned on appeal, the allowance of the application will be automatically published, with the start
of the period of time within which the applicant is to pay the final fees
for registration.
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Third-party opposition
Are applications published for opposition? May a third
party oppose an application prior to registration, or seek
cancellation of a trademark or service mark after registration?
What are the primary bases of such challenges, and what
are the procedures? May a brand owner oppose a bad-faith
application for its mark in a jurisdiction in which it does not
have protection? What is the typical range of costs associated
with a third-party opposition or cancellation proceeding?

As mentioned in question 6, once an application is filed, it will be published in the Official Gazette for opposition purposes. Any interested
party will have a 60-day term, counted from the date of the publication, to submit an opposition to the application. After the opposition
is filed, the applicant is notified to submit a reply within 60 days. Once
the opposition and reply terms have expired, the examination of the
application is conducted. The BIPL establishes a pre-registration opposition system. As a consequence, oppositions may be filed only against
trademark applications. In this regard, see question 6.
Once the registration is granted and published in the Official
Gazette, a 180-day term commences in which any person with a legitimate interest may file an administrative nullity action. It is important to
highlight that the administrative nullity action may be also commenced
ex officio by the BPTO. The registrant will be notified to respond within
a period of 60 days. After the term for counter-arguments has expired
and even if no response has been presented, the issue will be decided
by the President of the BPTO. This decision brings the administrative
stage to a close.
A registration is subject to a declaration of administrative nullity if
the registration was granted in conflict with the provisions of the BIPL.
To be successful in an administrative nullity action a third party must
demonstrate, inter alia:
• a lack of compliance with one of the legal formalities of the BPTO,
essential for the proper processing of the application;
• that the trademark registration infringes one of the provisions of
article 124 (signs not registrable as marks) of the BIPL;
• that the sign does not meet the essential requirements to characterise it as a trademark; or
• that the registrant’s commercial or professional activities are
not consistent with the products or services claimed in the filing
petition.
A brand owner who does not yet have trademark protection in Brazil
can oppose a bad-faith application for its mark based on the provisions
of article 124, XXIII of the BIPL. Said provision specifically establishes
that signs that imitate or reproduce, wholly or in part, a third-party
mark, of which the applicant could not be unaware due to the commercial activity in which he or she engages, are not registrable as trademarks, if the sign is intended to distinguish a product or service that
is identical, similar or akin to that covered by the existing mark and is
likely to cause confusion or association with such third-party mark.
Further, in the event that the bad-faith application matures into
registration, the brand owner will have the possibility to file an administrative nullity action against the bad-faith registration based on the
same provision. At this stage, it is also possible to file a judicial nullity
action against the decision of the BPTO in order to have the grant decision reviewed by a federal court.
Any person with a legitimate interest, or the BPTO itself, may file
a judicial nullity action against the trademark registration. The registrant or the BPTO itself may also file a judicial nullity action again the
administrative act that annulled a trademark registration. A declaration of nullity will take retroactive effect as from the date the trademark
application was filed at the BPTO. A judicial nullity action is statute
barred following the expiry of five years from the date of publication of
the granting decision.
Of note is that in Brazil nullity actions are statute barred following
the expiry of five years from the date of publication of the granting decision. Notwithstanding, under the Paris Convention, the five-year rule
does not apply for judicial nullity actions based on bad faith. Therefore,
an action based on this particular argument is imprescriptible.
Official fees for the preparation and filing of an opposition or a reply
to an opposition are US$150 and US$50, respectively. On the other
hand, the official fees for preparing and filing an administrative nullity

action or a reply to an administrative nullity action are US$200 and
US$50, respectively. The dollar equivalent of official fees (which are
fixed in local currency) fluctuates in line with exchange rate variations.
10 Duration and maintenance of registration
How long does a registration remain in effect and what is
required to maintain a registration? Is use of the trademark
required for its maintenance? If so, what proof of use is
required?
The trademark registration remains in effect for 10 years commencing
with the date of its grant, and may be renewed for equal and successive
periods. The renewal request must be filed during the last year of the
term of the registration and must be accompanied by proof of payment
of the respective fee. If a renewal request has not been made by the end
of the registration term, the registrant may make such request within
the following six months on payment of an additional fee.
According to the BIPL, it is not necessary to submit proof of use
of the trademark when applying for registration or when requesting its
renewal. The use of the mark needs to be proved only in the event of a
forfeiture request being filed by a third party with a legitimate interest.
As mentioned in question 7, a registrant must initiate the use of
its trademark within five years from its grant or the registration may
become forfeit and, therefore, extinct. In the event of the use of the
mark being interrupted for more than five consecutive years or if, within
that time, the mark has been used in a modified form that implies alteration to its original distinctive character, as per the certificate of registration, the registration may also become forfeit and extinct.
If a forfeiture request is filed, the registrant will be notified to reply
within a period of 60 days, the onus being on him or her to prove the
use of the mark or to justify lack of use for legitimate reasons. An appeal
may be lodged against the decision that either declares or rejects forfeiture of the registration. Forfeiture requests will not be admitted if use
of the mark has been proved (or if its lack of use has been justified) in
earlier proceedings in the past five years.
The BIPL does not set out specific provisions regarding proof of
use. When analysing the effective use of trademarks, the BPTO will
take into consideration all means of proof admitted by law, such as
commercial invoices referring to the registered trademark and its
owner, advertising materials and catalogues and documents that prove
the import or the nationalisation of the products in Brazil in the case of
products that are manufactured abroad.
11 The benefits of registration
What are the benefits of registration?
The following benefits are guaranteed to the registrant:
• exclusive use of the trademark on Brazilian territory;
• the right to use legal means to prevent third parties from using
identical or similar trademarks to identify identical or similar products or services;
• the right to cancel registration of identical or similar trademarks
identifying identical or similar products or services; and
• the right to dispose of the trademark, by assigning its registration
or licensing its use.
12 Licences
May a licence be recorded against a mark in the jurisdiction?
Are there any benefits to doing so or detriments to not doing
so?
The BIPL allows the owner or the applicant of a trademark registration
to enter into licence agreements for the use of the mark without prejudice to their right to exercise effective control over the specifications,
nature or quality of the respective products or services.
A licence agreement takes effect between the contracting parties
from the moment it is executed. However, it must be recorded with the
BPTO in order to be enforceable against third parties. It will produce
effects in relation to third parties as from the date of its publication in
the Official Gazette.
Registration of the licence agreement with the BPTO is also
important if royalties are agreed, in that it is only after such registration that royalties can be remitted abroad and the licence fees become
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tax-deductible. The remittance of payments from trademark licences
will be accepted only after grant of a respective trademark registration
by the BPTO. Retroactive payments before the grant of the trademark
registration are not allowed.
Registration with the BPTO is not necessary in order to constitute
proof of use.
13 Assignment
What can be assigned?
Applications and registrations may be assigned on condition that the
legal requirements for requesting registration are met by the assignee.
The assignment of a trademark application or registration covers
the trademark alone and is not necessary. The goodwill and other business assets need not be assigned in order for assignment of the trademark to be valid.
The assignment must cover all existing registrations and applications in the name of the assignor in relation to identical or similar trademarks that identify identical or similar products or services, failing
which the registrations or applications not assigned may be cancelled
or deemed abandoned.
14 Assignment documentation
What documents are required for assignment and what form
must they take?
The documents necessary to record a trademark assignment are the
following:
• a power of attorney to be executed and signed by an authorised
officer of the assignee. There is no need to notarise or legalise this
document; and
• an assignment document to be executed and signed by the authorised officers of the assignor and assignee, with all the signatures
being notarised before a notary public. The notary should attest
that the signatories have the necessary powers to represent the parties in this act. This document must also include the signature and
details of the identity of two witnesses (no notarisation is required
for the witnesses’ signatures).
15 Validity of assignment
Must the assignment be recorded for purposes of its validity?
The assignment of a trademark application or registration takes effect
between the contracting parties from the moment it is executed and
signed by the assignor and assignee.
However, to produce effects in relation to third parties the assignment must be recorded at the BPTO. The assignment will produce
effects with respect to third parties as from the date of its publication
in the Official Gazette.
16 Security interests
Are security interests recognised and what form must they
take? Must the security interest be recorded for purposes of
its validity or enforceability?
Security interests are governed by the Brazilian Civil Code (Law No.
10,406 of 10 January 2002). Of the security interests for which the
Brazilian Civil Code makes provision, the one that applies to trademarks is the lien or pledge. The security interest must be recorded at
the BPTO in order to produce effects in relation to third parties. The
security interest will produce effects with respect to third parties as
from the date of its publication in the Official Gazette.
Pledge agreements that contain references to the amount of the
credit, or its estimated value or maximum amount; the time frame for
payment of the debt; and the trademark’s specifications are usually
accepted for registration by the BPTO. The limitation or onus on the
application or registration is then published in the Official Gazette by
the BPTO.

17 Markings
What words or symbols can be used to indicate trademark use
or registration? Is marking mandatory? What are the benefits
of using and the risks of not using such words or symbols?
The symbol ® can be used in Brazil to indicate that the trademark is registered with the BPTO.
The BIPL does not mention the use of marking in any of its provisions. Therefore, one can be assumed that, in Brazil, marking is not
mandatory.
The benefit of using the ® symbol is that it reinforces the fact that
the sign in question is registered as a trademark and that, consequently,
third parties cannot make use of it without express permission from the
owner.
Dishonestly claiming for advertising purposes that a product or service has received a prize or distinction is deemed to be a crime of unfair
competition under the BIPL.
18 Trademark enforcement proceedings
What types of legal or administrative proceedings are
available to enforce the rights of a trademark owner against
an alleged infringer or dilutive use of a mark, apart from
previously discussed opposition and cancellation actions?
Are there specialised courts or other tribunals? Is there
any provision in the criminal law regarding trademark
infringement or an equivalent offence?
In addition to the administrative proceedings of opposition and cancellation, the trademark owner can enforce its rights through criminal and
civil proceedings, as provided for in the BIPL, in articles 189 and 190
(crimes against marks) and in articles 207 to 210 (civil measures).
Civil proceedings include, for example, applications for injunctions
requiring the immediate cessation of the infringement act (plaintiff
may request the imposition of a daily penalty for failure to comply with
an injunction or other preliminary relief ) and claims for damages. It is
important to note that the judge may grant ex parte injunctions in order
to avoid irreparable loss or harm that would be difficult to repair. The
court may, in such circumstances, require the petitioner to post a judgment bond or a fiduciary guarantee. In cases of blatant reproduction or
imitation of a registered mark, the judge may order the seizure of all the
merchandise, products, objects, packages, labels and other materials
that bear the falsified or imitated mark.
A criminal action requires the filing of a criminal complaint, except
in the case of the crime against armorial bearings, crests or official public distinctions, be they national, foreign or international, in which case
the criminal action will be public (ie, commenced by the public prosecution service). In addition to preliminary criminal search and seizure
measures, the trademark owner may request: seizure of a falsified,
altered or imitated mark at its place of preparation or wherever it is to
be found, prior to its unlawful use; or destruction of a counterfeit mark
on packets or products that contain it, before they are distributed, even
in circumstances in which the packages or products themselves appear
to have been discarded.
Border enforcement mechanisms are regulated by articles 605
to 608 of Federal Decree No. 6759 of 5 February 2009. The customs
authority may, on its own initiative or at the request of an interested
party, seize, during the course of a customs inspection, any products carrying falsified, altered or imitated marks or a false indication of source.
Following seizure, the customs authority is under a duty to notify the
trademark owner so that he or she may, within a period of 10 working
days, file the respective complaint and request for judicial seizure.
Moreover, in the event of a trademark owner having sufficient evidence of planned import or export of counterfeit goods, it may request
that the customs authority seize the goods. The trademark owner will
be required to set out the facts or circumstances that justify its suspicion. The customs authority may require the trademark owner to provide a bond in an amount sufficient to cover any loss that may be caused
to the defendant in the event of the seizure proving to be unfounded,
and as a means of seeking to ensure that the trademark owner’s request
is not an abuse of right.
Nullity actions against trademark registration and nullity actions
against administrative acts that uphold a rejection decision, or which
a trademark registration, are submitted to the Federal Justice of Rio de
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Janeiro. The BPTO is automatically a party in all such court proceedings. Whenever a government agency is party to a lawsuit, the proceedings must be listed before a federal court. The BPTO head office is in
Rio de Janeiro and, therefore, proceedings to which it is a party must
commence in the federal court district of that city.
The entry level (first instance) of the Federal Court of Rio de Janeiro
has four courts specialising in intellectual property. At the appeal level,
the Regional Federal Court of the Second Region, with jurisdiction over
the states of Rio de Janeiro and Espirito Santo, has two specialist panels
for intellectual property.
Infringement actions must be filed before state courts, as the BPTO
does not participate in such proceedings. There are no specialist state
courts handling trademark infringement cases.
19 Procedural format and timing
What is the format of the infringement proceeding?
Discovery, in the form that exists in common law systems as a pretrial
phase in a lawsuit, is not provided for in the Brazilian legal system.
According to the Brazilian Code of Civil Procedure, the parties
can resort to the following mechanisms (inter alia) to obtain evidence
for legal proceedings: personal deposition; exhibition of documents
or other material; witness testimony; expert evidence and court
inspection.
In addition, the Code of Civil Procedure also permits the filing of
a request for early production of evidence. This measure allows one
party to request the live testimony of the opposing party or witnesses
or the undertaking of an expert examination, when there are reasonable grounds for fearing that the evidence may be lost or for some other
urgent reason. The application for early production of evidence may be
filed prior to the commencement of the substantive proceedings. Such
an application may also be made following commencement of proceedings – in these circumstances the party seeking the direction must demonstrate that it could not reasonably be expected to wait until the time
at which the evidence would normally be adduced in the proceedings.
Once a civil trademark infringement action is filed, the defendant is
notified to present his or her response within 15 days. The plaintiff may
respond to the defendant’s answer within 10 days. There are usually two
hearings at first instance: a conciliatory or preliminary hearing, in which
the parties try to settle the case amicably; and an evidentiary hearing,
in which the expert and the parties’ technical assistants may be crossexamined as to their findings, in the event of a dispute between them
(the relevant questions having been filed and responded to in writing
prior to the hearing – the scope of the cross-examination being issues
that remain in dispute); depositions are taken from the parties and
the witnesses listed are heard. It is important to note that this second
hearing occurs only in cases where there is a need for evidence to be
produced.
A final decision on a civil infringement action may take between
one and two years at first instance. This time frame will vary in accordance with the state and court in which the lawsuit is filed.
20 Burden of proof
What is the burden of proof to establish infringement or
dilution?
The burden of proof system is ruled by the Civil Procedure Code, which
apportions the burden of proof equally between the disputing parties.
The plaintiff bears the burden of proving the facts it claims support
its right. The defendant has the burden of proving facts that impede,
modify or terminate the plaintiff ’s right. If the defendant merely denies
the fact on which the plaintiff ’s plea is based, the burden of proof
remains on the plaintiff.
In general, in infringement actions, the plaintiff has to prove the
offence against its trademark rights and the defendant has to demonstrate that no offence was committed.
As of 2003, the Superior Court of Justice has consolidated the view
that proof of the violation of a trademark right is sufficient in itself to
give rise to a right to damages independently of any evidence of harm
caused to the injured party.
In relation to the quantum of damages, the BIPL applies a triple criteria calculation, as follows:
• the benefits that would have been gained by the injured party if the
violation had not occurred;

•
•

the benefits gained by the author of the violation of the rights; or
the remuneration that the author of the violation would have paid
to the proprietor of the violated rights for a licence that would have
legally permitted him or her to make use of the protected rights.

21 Standing
Who may seek a remedy for an alleged trademark violation
and under what conditions? Who has standing to bring a
criminal complaint?
The trademark owner is entitled to have recourse to the courts in the
event of trademark infringement. Licensees and distributors may also
file suit in response to an alleged trademark violation, provided they
have been invested by the trademark owner with full powers to act in
defence of the mark.
The same conditions apply to criminal complaints.
22 Foreign activities
Can activities that take place outside the country of
registration support a charge of infringement or dilution?
Activities that take place outside the country, without producing direct
effects in the country, may be cited in an infringement action as additional arguments.
When the said activities have a direct effect in Brazil, they may
serve as the basis for an infringement action. In this regard, the BIPL
establishes, for example, that it is a crime, carrying a penalty of imprisonment for a period of one to three years, or a fine, to import: products
branded with the illicitly, wholly or partially, reproduced or imitated
mark of a third party; or of a product from the infringer’s industry or
commerce, held in a vessel, container or package bearing the legitimate
mark of a third party. Border enforcement mechanisms are also an
example. See question 18.
23 Discovery
What discovery or disclosure devices are permitted for
obtaining evidence from an adverse party, from third parties,
or from parties outside the country?
As mentioned in question 19, the discovery procedure, as conceived in
common law systems as a pretrial phase in a lawsuit, is not applicable
in Brazil.
To obtain evidence in legal proceedings, the parties can request
directions, inter alia, for the following: personal deposition by a party;
exhibition of documents or other material; witness testimony; expert
evidence; documentary evidence; and court inspection.
In addition, as stated in question 19, the Code of Civil Procedure
also permits an application for early production of evidence.
24 Timing
What is the typical time frame for an infringement or dilution,
or related action, at the preliminary injunction and trial levels,
and on appeal?
A final decision on a civil infringement action may take between one
and two years at first instance. A final decision on second instance may
take up to two years. These time frames will vary according to the complexity of the case and the state and court in which the lawsuit is filed.
Preliminary injunctions may be granted immediately, provided the
legal requirements are met.
25 Litigation costs
What is the typical range of costs associated with an
infringement or dilution action, including trial preparation,
trial and appeal?
The attorneys’ fees associated with a civil trademark infringement
action may vary according to the complexity of each case and according
to the professional rates charged by the assigned counsel.
Court fees are fixed proportionally to the amount in issue estimated
by the plaintiff.
Usually, the legal fees for filing an infringement action, for filing
an appeal against the final decision at first instance and for filing an
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Update and trends
The Brazilian Congress has been discussing the possible accession
of Brazil to the Madrid Protocol. In early August 2018, the House
of Representatives held a public hearing about the subject in the
presence of the Brazilian PTO’s President, Luiz Otávio Pimentel.
According to him, the PTO has been working since 2017 to prepare
its staff for the implementation of the Protocol. The proposal
for Brazil’s accession to the Madrid Protocol is being processed
on an urgent basis, and, after being analysed by the House of
Representatives it will be discussed in the Senate.
The PTO has been progressively reducing its backlog. With
respect to trademarks, from January to April of 2018, the PTO
issued 110,336 decisions, which is 88 per cent more than the number
of decisions issued during the same period in the previous year.
This number of decisions represents 73.8 per cent more than the
number of trademark applications filed during such period. Hence,
the PTO now estimates that it takes approximately 20 months to
analyse a trademark application without opposition and 25 months
to analyse a trademark application with opposition.

appeal to the Superior Court of Justice against a final decision at second
instance are charged on a fixed-fee basis.
Some attorneys, however, charge for such proceedings and for trial
preparation and advocacy on an hourly rate rather than a fixed-fee basis.
Additionally, many attorneys charge a success fee, which may also
be payable if the disputing parties reach a settlement.
26 Appeals
What avenues of appeal are available?
The Brazilian Civil Procedure Code sets out various avenues of appeal,
to which parties in trademark infringement proceedings may resort.
There are both appeals on the merits (substantive issue) of a case and
appeals on procedural grounds or relating to questions other than the
substantive issue.
The possible forms of appeal include motions based on conflicting
case law, motions for clarification of the ruling and appeals based on
internal court rules.
The final decision of the first instance court, for example, may be
challenged on appeal before the state court of appeal by means of an
apelação. From the appeal court, a further appeal is possible on issues
pertaining to federal law, to the Superior Court of Justice or, in the event
of a constitutional issue arising, to the Federal Supreme Court.
27 Defences
What defences are available to a charge of infringement or
dilution, or any related action?
In a civil infringement action, the defendant in its reply may assert facts
that impede, modify or terminate plaintiff ’s right or simply present
a general denial. In addition to its reply, the defendant may also file a
counterclaim against the plaintiff, if the legal prerequisites are duly met.
One commonly used argument asserted by defendants is that there
is a lack of confusing similarity between the confronting signs.
The right of prior use mentioned in question 3 may also be asserted
in the defendant’s reply.
In relation to criminal actions, an allegation of nullity of the registration on which the action is based may be relied upon as a defence.
Acquittal of the defendant, however, will not automatically lead to nullity of the registration, which can only be requested in an action before
the competent courts.
28 Remedies
What remedies are available to a successful party in an action
for infringement or dilution, etc? What criminal remedies
exist?
As per question 18, the civil remedies include an order for the immediate cessation of the infringing act (the plaintiff may request the imposition of a daily penalty for failure to comply with a preliminary injunction
or with a first instance decision) and compensation for the unauthorised
use of the trademark.

In a lawsuit filed seeking cessation of the infringing act and an
award of damages, the judge may grant an ex parte preliminary injunction in order to avoid irreparable loss or harm that would be difficult
to repair. The court may, in such circumstances, require a petitioner
to post a bond or a fiduciary guarantee. In addition, in cases of blatant
reproduction or imitation of a registered mark, the judge may order the
seizure of all the merchandise, products, objects, packages, labels and
other materials that bear the counterfeit or imitated mark.
As for the quantum of damages, the BIPL applies a triple criteria
calculation, as follows: the benefits that would have been gained by the
injured party if the violation had not occurred; the benefits gained by
the author of the violation of the rights; or the remuneration that the
author of the violation would have paid to the proprietor of the violated
rights for a licence that would have legally permitted him or her to make
use of the protected rights.
Criminal remedies include: preliminary criminal search and seizure measures, imprisonment of the infringer and fines.
In criminal proceedings, the trademark owner may request, in addition to preliminary criminal search and seizure measures, the seizure of
a falsified, altered or imitated mark at its place of preparation or where
it is found, prior to its unlawful use; or destruction of a counterfeit mark
on packets or products that contain it, before they are distributed, even
if the packages or even the products themselves have been discarded.
Further, the BIPL establishes that anyone who: reproduces a registered
mark wholly or in part, without the authorisation of the registrant, or
imitates it in a manner that may induce confusion; or alters the registered mark of a third party already applied to a product placed on the
market, is subject to imprisonment for a period of three months to one
year, or a fine. The same penalty applies to anyone caught importing,
exporting, selling, offering or exhibiting for sale, hiding or maintaining
in stock: a product branded with an illicitly, wholly or partially reproduced or imitated mark of a third party; or a product from the accused’s
industry or commerce, held in a vessel, container or package carrying a
legitimate mark of a third party.
29 ADR
Are ADR techniques available, commonly used and
enforceable? What are the benefits and risks?
The BIPL does not have any provision related to ADR. Arbitration
proceedings are governed by the Arbitration Law (Law No. 9,307 of 23
September 1996). Although arbitration is not commonly used in trademark infringement cases, the parties may agree to arbitration instead
of resorting to the courts. Among the possible benefits of using arbitration are the comparative speed of proceedings and their confidentiality.
However, in the event of a party needing, for example, injunctive relief
for the immediate cessation of use of a confusingly similar mark and, by
consequence, the immediate cessation of the sale of products identified
by said mark, arbitration would not be an advisable way of proceeding.
30 Famous foreign trademarks
Is a famous foreign trademark afforded protection even if
not used domestically? If so, must the foreign trademark
be famous domestically? What proof is required? What
protection is provided?
No. If not registered and in use in Brazil, a famous foreign trademark
is not afforded special protection in all branches of activity, as foreseen
in article 125 of the BIPL. On the other hand, in accordance with article
6-bis (1) of the Paris Convention, well-known trademarks in their field
of activity are given special protection, independently of whether they
have been previously filed or registered in Brazil. Registration certificates in other jurisdictions and advertising materials are normally sufficient to prove to the BPTO the well-known status of a foreign mark.
The BPTO has powers to reject ex officio a trademark application that
wholly or partially reproduces or imitates a well-known trademark.
Further, in the event of the owner of a well-known trademark filing an
opposition or an administrative nullity action based on its well-known
trademark, it has a period of 60 days commencing with the filing of the
opposition or administrative nullity action, in which to file an application for the registration in Brazil of its well-known mark.
The BIPL also establishes that signs that imitate or reproduce,
wholly or in part, a third-party mark of which the applicant could not

34

Getting the Deal Through – Trademarks 2019
© Law Business Research 2018

Bhering Advogados

BRAZIL

be unaware, due to the commercial activity in which he or she engages,
are not registrable as trademarks, if the sign is intended to distinguish a
product or service that is identical, similar or akin to that covered by the
existing mark, and is likely to cause confusion or association with such
third-party mark. As a consequence, the BIPL enables the owner of a
trademark that has not yet been filed or registered in Brazil to challenge
third parties who attempt to register similar or identical trademarks. In
this case, it is not necessary for the third-party mark to be well-known
in its field of activity in order to claim this special condition. Similarly
to the situation mentioned in the above paragraph, the owner of the
trademark has a 60-day term in which to file the application in Brazil
commencing with the date of filing of the opposition or administrative
nullity action.
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